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Response to Amendment 

The examiner is in receipt of applicant's response to office action mailed 
3/1 1/2009 which was received 6/10/2009. Acknowledgement is made to the amendment 
to claim 17 leaving claims 17-36 as open to prosecution. The examiner has carefully 
considered applicant remarks and amendment and finds them persuasive. However, 
after further search and consideration the following new ground of rejection is provided: 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 35 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Means-plus-function claim language must be construed in accordance with 35 
U.S.C. § 1 12, paragraph 6, by "lookpng] to the specification and interpreting] that 
language in light of the corresponding structure, material, or acts described therein, and 
equivalents thereof, to the extent that the specification provides such disclosure." In re 
Donaldson Co., 16 F.3d 1189, 1193 (Fed. Cir. 1994) (en banc). 

When no structure is described in the Specification to support a means-plus- 
function limitation in a claim, the disclosure is inadequate to explain to one of ordinary 
skill in the art what is meant by the claim language. In such a situation, a means-plus- 
function claim would not be amenable to construction and thus would fail to particularly 
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point out and distinctly claim the invention as required by the second paragraph of 
section 112. 

[I]f one employs means-plus-function language in a claim, one must set forth in 
the specification an adequate disclosure showing what is meant by that language. If an 
applicant fails to set forth an adequate disclosure, the applicant has in effect failed to 
particularly point out and distinctly claim the invention as required by the second 
paragraph of section 112. 

In re Donaldson Co., 16 F.3d 1189, 1195 (Fed. Cir. 1994) (en banc). "This duty to 
link or associate structure to function is the quid pro quo for the convenience of 
employing § 112,11 6. B.Braun Medical v Abbott Laboratories, 124 F.3d 1419, 1424 
(Fed. Cir. 1997). See also O.I. Corp. v. TekmarCo., 115F.3d 1576, 1583 (Fed. Cir. 
1997). 'Fulfillment of the § 1 12, If 6 trade-off cannot be satisfied when there is a total 
omission of structure.' Atmel [Corp. v. Info. Storage Devices, 198 F.3d 1374, 1382 (Fed. 
Cir. 1999)]. While corresponding structure need not include all things necessary to 
enable the claimed invention to work, it must include all structure that actually performs 
the recited function. See Cardiac Pacemakers, Inc. v. St. Jude Med., Inc., 296 F.3d 
1106, 1119 (Fed. Cir. 2002). Default Proof Credit Card Sys. v. Home Depot U.S.A., Inc., 
412 F.3d 1291, 1298 (Fed. Cir. 2005). 

When the means-plus-function limitation in a claim is a computer- enabled means-plus- 
function limitation, one must set forth in the specification sufficient description of an 
algorithm associated with the function recited in the claim in order to avoid a finding that 
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an applicant has failed to particularly point out and distinctly claim the invention as 
required by the second paragraph of section 112. 

It is certainly true that the sufficiency of the disclosure of algorithmic structure 
must be judged in light of what one of ordinary skill in the art would understand the 
disclosure to impart. See, e.g., Intel Corp. v. VIA Techs., 319 F.3d 1357, 1367 (Fed. Cir. 
2003) (knowledge of a person of ordinary skill in the art can be used to make clear how 
to implement a disclosed algorithm); Atmel Corp., 198 F.3d at 1379 ("[T]he 'one skilled 
in the art' analysis should apply in determining whether sufficient structure has been 
disclosed to support a means-plus-function limitation."). That principle, however, has no 
application here, because in this case there was no algorithm at all disclosed in the 
specification. The question thus is not whether the algorithm that was disclosed was 
described with sufficient specificity, but whether an algorithm was disclosed at all. 
Aristocrat Techs. Australia Party. Ltd. vs. Int'l Game Tech., 521 F.3d 1328, 1337 (Fed. 
Cir. 2008). 

When there is insufficient description of an algorithm in the Specification to 
support a computer-enabled means-plus-function limitation in a claim, the disclosure will 
be considered inadequate to explain to one of ordinary skill in the art what is meant by 
the claim language. 

For computer-implemented means-plus-function claims where the disclosed structure is 
a computer programmed to implement an algorithm, "the disclosed structure is not the 
general purpose computer, but rather the special purpose computer programmed to 
perform the disclosed algorithm." WMS Gaming, Inc. v. Int'l Game Tech., 184 F.3d 
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1339, 1349 (Fed. Cir. 1999). Thus the patent must disclose, at least to the satisfaction 
of one of ordinary skill in the art, enough of an algorithm to provide the necessary 
structure under § 1 12, If 6. This court permits a patentee to express that algorithm in 
any understandable terms including as a mathematical formula, in prose, see In re 
Freeman, 573 F.2d 1237, 1245-46 (CCPA 1978), or as a flow chart, or in any other 
manner that provides sufficient structure, [new If] The district court correctly determined 
that the structure recited in the '505 specification does not even meet the minimal 
disclosure necessary to make the claims definite. Simply reciting "software" without 
providing some detail about the means to accomplish the function is not enough. See 
Aristocrat Techs. Austl. Pty v. Int'l Game Tech., 521 F.3d 1328, .... (Fed. Cir. 2008) 
("For a patentee to claim a means for performing a particular function and then to 
disclose only a general purpose computer as the structure designed to perform that 
function amounts to pure functional claiming. Because general purpose computers can 
be programmed to perform very different tasks in very different ways, simply disclosing 
a computer as the structure designated to perform a particular function does not limit 
the scope of the claim to 'the corresponding structure, material, or acts' that perform the 
function, as required by section 112 paragraph 6."). This court does not impose a lofty 
standard in its indefiniteness cases. See, e.g., Med. Instrumentation & Diagnostics 
Corp. v. Elekta AB, 344 F.3d 1205, 1214 (Fed. Cir. 2003). But in this case, the claims 
are already quite vague. Without any corresponding structure, one of skill simply cannot 
perceive the bounds of the invention. 

Finisar Corp. v. DirecTV Group, Inc., 523 F.3d 1323, 1340-41 (Fed. Cir. 2008). 
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When a Specification discloses no algorithm corresponding to a computer- 
enabled means-plus-function limitation in a claim, an applicant has necessarily failed to 
particularly point out and distinctly claim the invention as required by the second 
paragraph of section 112. See also Aristocrat, 521 F.3d at 1333 (quoting Harris Corp. v. 
Ericsson Inc., 417 F.3d 1241 , 1249 (Fed. Cir. 2005) ("'[t]he corresponding structure for a 
§ 1 12 H 6 claim for a computer-implemented function is the algorithm disclosed in the 
specification.'"); Net MoneyIN, Inc. v. Verisign, Inc. 545 F.3d 1359 (Fed. Cir. 2008) ("[A] 
means-plus-function claim element for which the only disclosed structure is a general 
purpose computer is invalid if the specification fails to disclose an algorithm for 
performing the claimed function."). See also Blackboard, Inc. v. Desire2Learn Inc., 91 
U.S.P.Q.2d 1481 (Fed. Cir. 2009) (finding Blackboard's means-plus-function claims 
indefinite because the patent describes an undefined component, i.e., a black box, that 
performs the recited function but does not disclose how the component performs the 
function). See further Ex parte Catlin, 90 USPQ2d 1603 (BPAI 2009) (precedential) 
(during prosecution, computer-enabled means-plus-function claims will be held 
unpatentable under 35 U.S.C. § 112, second paragraph, as being indefinite if a 
Specification fails to disclose any algorithm corresponding to the recited function in the 
claims). 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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Claims 17-27 are directed to non-statutory subject matter. Based on Supreme 
Court precedence see Diamond v Diehr450 US 175,184 (1981); Parker v. Flook, 437 
US 584,588,n. 9 (1978); Gottschalk v Benson, 409 US 63, 70 (1972); Cochtane v 
Deener, 94 US 780, 787-88 (1876) a 101 process must (1) be tied to another statutory 
class (such as an apparatus) or transform underlying subject mater (such as an article 
or materials) to a different state or thing. Since neither of these requirements is met by 
the claim the claim is rejected as being directed to non-statutory subject matter. In this 
case the providing step, in its broadest reasonable interpretation, only encompasses a 
displaying of the answer on a web page which is considered an insignificant extra- 
solution activity. 

Claims 28-36 are directed to non-statutory subject matter. Based on Supreme 
Court precedence see Diamond v Diehr450 US 175,184 (1981); Parker v. Flook, 437 
US 584,588,n. 9 (1978); Gottschalk v Benson, 409 US 63, 70 (1972); Cochtane v 
Deener, 94 US 780, 787-88 (1876) a 101 process must (1) be tied to another statutory 
class (such as an apparatus) or transform underlying subject mater (such as an article 
or materials) to a different state or thing. Since neither of these requirements is met by 
the claim the claim is rejected as being directed to non-statutory subject matter. In this 
case the providing step, in its broadest reasonable interpretation, only encompasses a 
displaying of the answer on a web page which is considered an insignificant extra- 
solution activity. 

Claim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 17-36 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over McBrayer in view of Official Notice. 



In regards to claims 17-36, McBrayer discloses all the features of the instant 
invention except as follows: 

McBrayer teaches receiving an indication from an auction participant to authorize 
provision of an answer to the question; and 

selectively providing the answer to the question based on the indication, the 
providing of the answer performed by a module implemented by a processor of a 
computer system and configured by instructions stored in a memory of the computer 
system (see FIG 19), but does not specifically mention that the person providing the 
answer is the seller. The examiner takes official notice that providing information to a 
buyer from a seller was old and well known in that art at the time of the invention. 
Therefore, it would have been obvious to try, by one of ordinary skill in the art at the 
time of the invention to incorporate into the system of McBrayer providing answers from 
a seller since there are a finite number of predictable solutions (having a buyer or a 
seller respond to question in a buyer driven or seller driven auction) to the recognized 
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need (informing the bidder of information relative to the auction) and one of ordinary skill 
in the art could have pursued the known potential solution with a reasonable 
expectation of success ( the benefit of providing a bidder with information is well 
known). 

Also, it is noted that McBrayer discloses the claimed invention except it is the 
buyer posting the answer rather than the seller. It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to provide the seller 
the functionality to correspond with the buyer as is defined by McBrayer, since it has 
been held that a mere reversal of parts involves only routine skill in the art. In Re 
Einstein, 8 USPQ 167. 

Response to Arguments 

Applicant's arguments with respect to claims 17-36 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark Fadok whose telephone number is 571.272.6755. 
The examiner can normally be reached Monday thru Friday 8:00 AM to 5:00 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey Smith can be reached on 571.272.6763. 
Any response to this action should be mailed to: 

Commissioner for Patents 

P.O. Box 1450 
Alexandria, Va. 22313-1450 

or faxed to: 

571-273-8300 [Official communications; including 
After Final communications labeled 
"Box AF"] 

For general questions the receptionist can be reached at 
571.272.3600 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http:// pair-direct.uspto.qov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/Mark Fadok/ 
Mark Fadok 

Primary Examiner, Art Unit 3625 



